THIS DISPOSITION
IS NOT CITABLE AS PRECEDENT EVH

OF THE T.T.A.B. Paper No. 10

12/12/01

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Institute for Transformati on, LLC

Serial No. 75/789, 092

Faye L. Tomlinson of Christensen O Connor Johnson
Ki ndness PLLC for Institute for Transformation, LLC.

Andrea D. Saunders, Trademark Exam ning Attorney, Law
Office 108 (David Shallant, Managi ng Attorney).

Bef ore Simms, Hanak and Chapman, Adm nistrative TradenmarKk
Judges.

Opi nion by Hanak, Adm nistrative Trademark Judge.

I nstitute for Transformation, LLC (applicant) seeks
to register in typed draw ng form SELF- AWARENESS SURVEY
for the goods and services listed below. The intent-to-
use application was filed on August 30, 1999.

conputer software for behavioral assessnment and

prerecorded CD- ROM di sks and prerecorded vi deo

tapes in the field of behavioral assessnent

(in International Class 9);

tutorials, nanely workbooks and books in the field

of behavi oral assessnent (in International Class
16) ;



and

Ser. No. 75/789, 092

educati onal services, nanely, providing sem nars,

wor kshops, conferences, and instructional neetings

rel ated to behavioral assessnent; in-training
consultation services in the field of behavioral
assessnent; conputer on-line global service, nanely,
providing a web site featuring instruction in the
field of behavioral assessnent (in International

Cl ass 41).

The Exam ning Attorney has refused registration on
the basis that applicant’s mark, as applied to
applicant’s goods and services, is nerely descriptive
pursuant to Section 2(e)(1) of the Trademark Act.

When the refusal to register was nmade final,
applicant appealed to this Board. Applicant and the
Exam ning Attorney filed briefs. Applicant did not
request a hearing.

A mark is nerely descriptive pursuant to Section
2(e)(1) of the Trademark Act if it inmmediately conveys

i nformation about a significant quality or characteristic

of the rel evant goods or services. In re Gyulay, 820 F.2d

1216, 3 USPQ2d 1009 (Fed. Cir. 1987); In re Bed &

Breakfast Registry, 791 F.2d 157, 229 USPQ 818, 819 (Fed.

Cir. 1986). 1In order to be held nmerely descriptive, a
term need not immediately convey information about all of

the significant qualities or characteristics of the



rel evant goods or services. Atermis nerely descriptive
if it inmediately conveys information about “one of the

qualities” of the
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rel evant goods or services. Gyulay, 3 USPQ2d at 1010.

As is readily apparent, applicant’s description of
its goods and services is quite lengthy. However,
appl i cant seeks to register SELF- AWARENESS SURVEY f or
essentially the
foll ow ng goods: conputer software, prerecorded video
t apes, wor kbooks and books for behavi oral assessnent or
in the field of behavioral assessnment. Likew se,
appl i cant seeks to register SELF- AWARENESS SURVEY f or
essentially the followi ng services: educational services,
in-training consultation services and conputer on-1line
services in the field of behavioral assessnent.

The Exami ning Attorney attached to the first O fice
Action a page from what applicant concedes is its web
site. Inits web site, applicant describes its SELF-
AWARENESS SURVEY as “a survey that gives you insight into
your behavi or and increases your self-awareness.”

Conti nui ng, applicant states in its web site that its



SELF- AWARENESS SURVEY “is a behavi oral assessnent
instrunent, designed to describe how you view yourself at
any given point in time.”

At page 6 of its response to the first Ofice
Action, applicant makes the foll ow ng statenent:
“Al t hough the phrase ‘self-awareness survey’ does give an

i ndi vi dual
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insight into his or her behavior and increases that

i ndividual’'s self awareness, as stated in applicant’s web
site, the phrase does not describe the nature, scope or
extent of applicant’s goods and services.” [|f applicant
is

arguing that the term “sel f-awareness survey” does not
describe the entire nature, scope or extent of
applicant’s goods and services, we do not disagree.
Stated sonmewhat differently, we do not find that the
phrase “sel f-awareness survey” imedi ately conveys
information about all of the significant qualities and
characteristics of applicant’s goods and services.
However, as previously noted, a termis nmerely

descriptive pursuant to Section 2(e)(1) of the Tradenmark



Act if it inmediately conveys information about one
significant quality or characteristic of applicant’s
goods or services.

When used in conjunction with conputer software,
prerecorded video tapes, workbooks and books all in the
field of behavioral assessnent, applicant’s “mark” SELF-
AWARENESS SURVEY i mredi ately informs consuners about a
significant quality or characteristic of applicant’s
conputer software and the |ike, nanely, that said

conputer software and the |ike contains a self-awareness

survey
4
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(i.e. a behavioral assessnment instrument). |In other

wor ds, a consuner considering the purchase of one of
applicant’s books in the field of behavioral assessnent,
upon seeing applicant’s “mark” SELF- AWARENESS SURVEY,
woul d i mredi atel y

under stand that one key characteristic of the book is
that it contains at | east one self-awareness survey or
to use applicant’s words, “a behavioral assessnent

i nstrument.”

Li kewi se, with regard to applicant’s services in the



field of behavioral assessment, we also find that
applicant’s “mark” SELF- AWARENESS SURVEY i medi atel y
conveys to consumers information about an inportant
quality or characteristic of applicant’s services,
namely, that they provide a self-awareness survey.

At page 3 of its brief, applicant argues that “the
phrase ‘self-awareness’ is not synonymous with behavi oral
assessnment. One m ght be provided objective data about
behavi oral aspects of one’s personality and never becone
‘self-aware.’”

Assuni ng for the pure sake of argunent that the
phrase “sel f-awareness” is not nerely descriptive of
applicant’s goods and services, the fact remains that
applicant is not seeking to regi ster SELF- AWARENESS, but

rather is seeking to
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regi ster SELF- AWARENESS SURVEY. We have no doubt that
the entire “mark” SELF- AWARENESS SURVEY i nmmedi ately
conveys information about a significant quality or
characteristic of applicant’s goods and services in the
field of behavioral

assessnment, nanely, that they offer a self-awareness



survey.

Deci sion: The refusal to register is affirmed.






